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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1 . Claims 1 7-24 are drawn to non-functional descriptive material. MPEP 2 1 06. IV.B. 1 (a) (Nonfunctional 

Descriptive Material) states: 

Descriptive material that cannot exhibit any functional interrelationship with the way in which computing 
processes are performed does not constitute a statutory process, machine, manufacture or composition of matter 
and should be rejected under 35 USC 101. Where certain types of descriptive material, such as music, art, 
photographs and mere arrangements or compilations of facts or data, are merely stored so as to be read or 
outputted by a computer without creating any functional interrelationship, either as part of the stored data or as 
part of the computing process performed by the computer, then such descriptive material alone does not impart 
functionalty either to the data as so structured, or to the computer. For example, music is commonly sold to 
consumers in the form of a compact disc. In such cases, the compact disc acts as nothing more than a carrier for 
nonfunctional descriptive material. The purely nonfunctional descriptive material cannot alone provide the 
practical application for the manufacture 

2. MPEP 2106.IV.B. 1 (Nonstatutory Subject Matter) states: 

When nonfunctional descriptive material is recorded on some computer-readable medium, it is not statutory 
since no requisite functionality is present to satisfy the practical application requirement. 

3. Claim 17 currently recites a recording medium having an embedded digital watermark. There is no 
functional relationship imparted by this data to a computing device. Therefore, the claim is drawn to non-functional 
descriptive material which is non-statutory per se. 

Claims 18-24 are rejected for the same reasons. 



Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 2-4, 7, 10-12, 15, 18-20, and 23 rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant regards as the invention. 

Regarding claim 2 as an exemplary claim, the metes and bounds of this claim are unclear because the claim 
recites a comparison (i.e. a difference that is greater) between two quantities that cannot be compared. Specifically, 
the claim recites comparing a physical/spatial quantity (difference between end position of watermark and end 
position of contents) and a time quantity (the delay in detecting). This is a non sequitur. For instance, a shoemaker 
would not compare the the length or width of his Shoemaker's Bench (see U.S. Pat. No. 1678 !/ 2 X) with the time it 
takes to make a pair of shoes. 
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This aspect of the claim could be made definite if the the position and the delay had some sort of common 
denominator (e.g. if they were both defined in terms of bits). In the currently recited claims, the time comparison is 
out of context, and the limitation is therefore indefinite. 

For purposes of further examination, this claim limitation will be interpreted as reciting that the watermark size 
is less than or equal to the difference between a determined position and the end of the digital content. This 
interpretation appears to be consistent with the specification. 

Claims 4, 7, 10, 12, 15, 18, 20, and 23 are indefinite for the same reasons. 

Regarding claim 3, the metes and bounds of this claim are not clear because it is not possible to embed a digital 
watermark in digital data that has not yet started. Specifically, the claim recites contents comprising digital data, 
and then determines a position before the the starting point of the contents. But then what comes before the digital 
contents? The claim only recites a single digital contents, so it is unclear what— if anything — exists prior to this 
"starting position". It follows that it is unclear how a position is determined and/or how a watermark can be 
embedded in such an undefined area. 

Claims 4, 1 1, 12, 19, and 20 are indefinite for the same reasons. 

Regarding claim 5 specifically, the metes and bounds of this claim are unclear because this claim is internally 
inconsistent and presents an impossible situation. 

The first limitation of the claim recites "determining a position before a change position of adjacent contents." 
Since this claim is finding a "determined position" before the starting position of the adjacent contents, this 
"determined position" is located in the current contents. 

The second limitation of the claim recites setting a digital watermark change position "in said adjacent contents 
at said determined position." This requires the "determined position" to be located in the adjacent contents. But this 
first limitation excludes such an arrangement. Accordingly, these limitations cannot be reconciled and the claim is 
inconsistent. 

The indefiniteness of claim 5 trickles down to claims 6 and 7 and creates additional difficulties. These claims 
are likewise rejected. A further analysis of the indefiniteness of claims 6 and 7 will be omitted on the assumption 
that a clarification amendment to claim 5 will unmuddy the opaque waters of claims 6 and 7. 



Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for the 
rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States, 
(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
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has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

7. Claims 1-4, 9-12, 16-20, and 24 are rejected under 35 U.S.C. 102b as being anticipated by Powell et al 
(USPN 5,721,788). 

Regarding independent claim 1. Powell discloses the following steps in a digital watermark embedding method: 

■ determining a position before an end of a digital data content (Powell col. 4 lines 40-45: The reference 
describes determining the edges/borders of an image, and then determining a position 10% before the 
edge/border of the image. The border/edge of an image qualifies as the "end" of digital data content.). 

■ setting an end position of an embedded digital watermark in said contents at said determined position 
(Powell col. 4 lines 40-45: The reference describes setting signature points (i.e. digital watermarks) at a 
point not within this 10% region. The signature points are used up to this 10% region, and thus the "end 
position" of the digital watermark coincides with this determined "end position" of the digital content.). 

Regarding independent claim 3 , Powell discloses the following steps in a digital watermark embedding method: 

■ determining a position before a starting point of said contents (Powell col. 4 lines 40-45: The reference 
describes determining the edges/borders of an image, and then determining a position 10% before the 
edge/border of the image. The border/edge of an image qualifies as the "start" of digital data content.). 

■ setting a starting position of said embedded digital watermark in said contents at said determined position 
(Powell col. 4 lines 40-45: The reference describes setting signature points (i.e. digital watermarks) at a 
point not within this 10% region. The signature points are used up to this 10% region, and thus the "start 
position" of the digital watermark coincides with this determined "start position" of the digital content.). 

Regarding claims 2 and 4 , the interpretation set forth in the above 1 12(2) rejection is incorporated herein. 
Powell discloses a 16 bit signature (i.e. digital watermark). This is smaller than 10% of the image itself (see Powell 
col. 3 lines 29-34). ' 

Regarding claim 8 , Powell discloses that the digital watermark is data indicating that copying of said contents is 
prohibited (powell col. 1 lines 19-21: The reference describes embedding an identifying signature onto the 
document. This is done for the purpose of limiting access or use of the image (i.e. indicating that copying is 
prohibited).). 

Regarding claims 9-12, 16-20. and 24 . Powell discloses an apparatus and recording medium for performing the 
method of the above claims (see powell, Figure 1). 

8. Claims 1-24 are rejected under 35 U.S.C 102(e) as being anticipated by Rhoads (U.S. Pat. No. 6,3 1 1,2 14). 
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Resarding independent claim 5, Rhoads discloses a watermark embedding method in an environment of a 
plurality of continuous digital data contents (see Rhoads, generally). In this environment Rhoads discloses the 
following: 

■ determining a position before a change position of adjacent contents (Rhoads col. 43 lines 1-25: The 
reference describes a data payload with with a change position of adjacent contents (col. 43 line 5: The 
"A" and "I" sections are both change positions since this payload is repeated (see col. 43 lines 24-26).). 
Rhoads determines a position before this change position (i.e. part "G" of the payload).). 

■ setting a change position of said digital watermarks in said adjacent contents at said determined position 
(Rhoads col. 43 lines 1-25: The reference describes setting a "usage control string" (i.e. a digital 
watermark) at this determined position.). 

Regarding claim 6 , Rhoads discloses the following: 

■ the claim according to claim 5 wherein in the case that out of a plurality of continuous contents, copying is 
allowed for previous contents, the setting process sets a starting position of said embedded digital 
watermark in following contents that follow the previous contents, at a starting point of the following 
contents (Rhoads col. 52 lines 1-46: The reference describes that in a situation where copying is allowed 
for previous contents (i.e. the usage is "copy once"), that the watermark in the next (adjacent) contents is 
set at the starting point (col. 52 lines 43-46: The recording device checks firsts for this "copy never" bit. 
Thus, this "copy never" bit (i.e. digital watermark) is the "starting point" of the adjacent contents.)) 

Regarding claim 7 , Rhoads discloses that the difference between the watermark and adjacent contents is greater 
than the watermark itself (Rhoads col. 43 lines 1-23). 

Regarding claims 13-15 and 21-23 , Rhoads discloses an apparatus and recording medium for performing the 
method (see Rhoads, generally). 

Regarding claims 1-4, 8-12, 16-20, and 24, the above analysis is incorporated herein, and Rhoads discloses 
anticipates these claims under the same analysis. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 

■ Mitsui et al. (USPN 6,802,074) this is a US equivalent of an IDS document. 

■ Ryan (USPN 6,374,036) teaches a "copy once" method for continuous data (video) watermarking. 

■ Schwab et al. (USPN 5, 134,496) teaches inserting leading and trail code sequences into video for copyright 
protection. 
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10. Any inquiry concerning this communication or earlier communications from the examiner should be 
directed to Patrick L. Edwards whose telephone number is (571) 272-7390. The examiner can normally be reached 
on 8:30am - 5:00pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Joe Mancuso 
can be reached on (571) 272-7695. The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained from either Private PAIR 
or Public PAIR. Status information for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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